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DETAILED ACTION 

Status of Application 

1. The Examiner acknowledges receipt of the amendments filed on 08/24/2009 wherein 

claims 1 and 2 have been amended, claim 7 has been cancelled and claim 15 is newly added. 

2. Claims 1,2, 11, 14 and 15 are presented for examination on the merits. The following 
rejections are made. 

Response to Applicants 1 Arguments 

3. Applicants arguments filed 08/24/2009 regarding the objection of claim 1 made by the 
Examiner have been fully considered and they are found persuasive. This objection has been 
overcome by cancellation of the claims 

4. Applicants arguments filed 08/24/2009 regarding the rejection of claim 7 made by the 
Examiner under 35 USC 103(a) over Wachendorff et al. (US 6787567) have been fully 
considered and they are found persuasive. This rejection has been overcome by cancellation of 
the claims 

Applicants arguments filed 08/24/2009 regarding the rejection of claims ,2,11 and 14 made 
by the Examiner under 35 USC 103(a) over Wachendorff et al. (US 6787567) have been fully 
considered and they are found persuasive. 

5. The rejection of claims 1,2, 11 and 14 made by the examiner under 35 USC 103(a) is 
MAINTAINED for the reasons of record in the office action mailed on 06/03/2009. 

6. In regards to the 103(a) rejection, Applicant asserts the following: 

A) A mixture of prothioconazole and trifloxystrobin would not have been obvious in view of 
Wachendorff, especially in the instantly claimed weight ratio. 
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7. In response to A, this is not found persuasive. It would have been obvious to pick and 
choose from the disclosed fungicides to arrive at a fungicidal combination exhibiting synergy 
wherein the composition comprises prothioconazole and trifloxystrobin. It's taught that 
prothioconazole and trifloxystrobin in addition to the lead acetamide compound can be combined 
into a final composition to inhibit fungi growth. It's prima facie obvious to combine compounds 
each of which are taught by the art to be useful for the same purpose, in order to form a new 
composition to be used for the very same purpose. The fact that Wachendorff teaches myriad of 
fungicides, this would not preclude an ordinary person from using it to arrive at the instantly 
claimed invention. Moreover Applicants composition is a comprising claim, so it is inclusive to 
unmentioned compounds which may or may not be fungicidally active. In regard to synergy, 
Wachendorff teaches a mathematical formula for making fungicidal compositions which will 
exhibit synergistic activity. See column 28. One would have been motivated to apply the 
mathematical formula to any mixture of fungicides in order to arrive at a mixture possessing 
synergistic effects. For instance, if one arrived at a composition comprising prothioconazole and 
another fungicide exemplified by Wachendorff, i.e. trifloxystrobin, at a ratio somewhere between 
20: 1 and 1 :20 which exhibited synergistic properties, then this would not be a product of 
innovation, but rather one of common sense and ordinary skill. 

Maintained Rejections, of Record 
Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 1, 2, 11 and 14 are rejected under 35 ILS.C. 103(a) as being unpatentable over 
Wachendorff-Neumann et aL (US 6787567; of record). 

10. The teaching of Wachendorff-Neuman et al. ('Wachendorff) is drawn to fungicidally 
active compound combinations. It is disclosed that prothioconazole (compound XXI, see 
column 6, lines 5-10; see instant claims 1 and 2) and trifloxystrobin (compound XII, see column 
4, lines 20-25; see instant claims 1 and 2) are fungicides which can be used in the active 
combination. It is taught that the active fungicidal compound combinations are present in a solid 
or liquid carrier (see column 26, lines 62-68; see instant claim 11). Wachendorff teaches that 
prothioconazole and trifloxystrobin can be included in a fungicidal composition, preferably from 
0.2 to 20 parts by weight (see column 22, lines 50 and line 66: specifically groups 12 and 20; see 
instant claim 7). 

1 1 . Wachendorff fails to specifically use prothioconazole and trifloxystrobin together in a 
composition. 

12. Regardless, it would have been obvious to one ordinarily skilled in the art at the time the 
invention was made to use and modify the teaching of Wachendorff with a reasonable 
expectation for success in arriving at a active fungicidal mixture wherein the mixture comprises 
prothioconazole and trifloxystrobin. Although the teaching of Wachendorff doesn't specifically 
teach using the compounds together, it would still have been obvious to combine them and arrive 
at a composition having the instant properties. According to the MPEP (2144.06), it is prima 
facie obvious to combine two compounds each of which is taught by the prior art to be useful for 
the same purpose, in order to form a third composition to be used for the very same purpose. So 
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even though Wachendorff fails to use the two compounds together, the mere fact that both 
compounds are commonly used as fungicides, one of ordinary skill would have motivated to 
combine them with a reasonable expectation for success in arriving at a composition with the 
instantly claimed properties. Moreover, Wachendorff states that the amount each fungicidal 
component to be used in a composition ranges from 0.2 to 20 parts by weight which would result 
in a weight ratio of 1 : 1 to 100: 1 (or 1 : 100) which covers the broad range claimed by Applicant. It 
is not considered inventive to optimize compositions (per weight ratio) especially when the 
conditions of such a composition are clearly suggested by the prior art. Therefore, a composition 
which comprises prothioconazole and trifloxystrobin at a weight ratio of 20: 1 to 1 :20 is prima 
facie obvious to one of ordinary skill in the art at the time the invention was made, as evidenced 
by the references, especially in absence of evidence to the contrary. 

New Rejections, Necessitated by Amendment 
Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

14. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dutzmann et 
al. (WO 98/47367; of record, see IDS 08/24/2004), evidenced by English equivalent, US 
6306850 (see IDS 08/24/2004) in view of Duvert et al. (WO 00/47047), evidenced by English 
equivalent, US 6797301. 
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15. Dutzmann is directed to novel active combinations of prothioconazole and azoxystrobin 
(see Table 1, column 25). It's shown that combinations of prothioconazole and azoxystrobin 
possess synergistic benefit. 

16. Dutzmann fails to teach the composition as consisting of prothioconazole and 
trifloxystrobin. 

17. Duvert teaches that strobilurin fungicides like azoxystrobin and trifloxystrobin are 
functionally equivalent in their ability to inhibit mitochondrial respiration in fungi and causing 
them to die (see column 2, lines 35-35). 

18. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Dutzmann with Duvert with a reasonable 
expectation for success in arriving at a composition consisting of prothioconazole and 
trifloxystrobin. It would have been within the purview of an ordinary person to use 
trifloxystrobin in place of azoxystrobin because both compounds are recognized in the art as 
having similar biological activities, i.e. inhibiting mitochondrial respiration. Therefore, the 
invention as a whole is prima facie obvious to one of ordinary skill in the art at the time the 
invention was made, as evidenced by the references, especially in absence of evidence to the 
contrary. 

Conclusion 

19. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
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20. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

2 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kyle A. Purdy whose telephone number is 571-270-3504. The 
examiner can normally be reached from 9AM to 5PM. 

22. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sharmila Landau, can be reached on 571-272-0614. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

23. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Kyle Purdy/ 
Examiner, Art Unit 1611 
November 30, 2009 



/David J Blanchard/ 

Primary Examiner, Art Unit 1643 



